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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

I. Claims 1-3 and 11-21 and 23-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okimoto (U.S. Patent No. 6,160,631). 

1. Claim 1 

• Okimoto discloses in Fig. 1 a printing system. Although not explained in detail, it 
would be inherent for the computers (both local and remote) to have a processor 
(i.e. a CPU), memory (i.e. RAM/hard disk) and instructions (i.e. code to run a 
program or application). 

• Okimoto discloses in column 5, lines 6-38 a brief overview of their invention. 
Column 10, lines 22-28 explains in further detail that the print mail transmission 
utility 31a (first instance of an application) is used to transmit a mail to another 
computer to be printed (can read on being a print request since a remote 
computer is selected to be printed to). Column 10, lines 44-54 details the 
receiving of the mail (receive request) using a print reception utility 31b (second 
instance of the application) and the printing of the mail. Please note in column 
5, lines 34-36 that the mail can be printed automatically. The Examiner would 
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like to note that although a print transmission and reception utilities are used, one 
of ordinary skill in the art would understand if these two functions were put 
together into utility, since Okimoto suggests in column 5, lines 64-67 that both 
computer systems A and B (i.e. items 8 and 22 of Fig. 1) can both perform print 
transmission and reception. One skilled in the art would appreciate the 
combination of the two utilities into one since it enables the computers to both 
send and receive mail to be printed. 
• One can see in Fig, 17 that the format of the mail that is transferred (i.e. native 
format). 



2. Claim 2 

• One can see in Fig. 1 of Okimoto two mail server, whose tasks are to relay the 
mail messages from one computer to another (i.e. receive a job and send it to 
a remote computer). Also see Okimoto, column 8, lines 41-52 and column 10, 
lines 38-50. 

3. Claim 3 

• Okimoto discloses in Figs. 8 and 10 and column 15, lines 21-45 the idea of 
checking for new mail from a POP server 38 in the mail server and that is 
repeated at a certain interval (column 15, lines 29-31). The new mail is then sent 
to the mail reception utility 31b. 



Application/Control Number: 10/010,303 Page 4 

Art Unit: 2622 

4. Claim 11 

• As mentioned in claim 1 , the transmission of mail to another printer to print a 
document can read on a print request from a source computer (i.e. PC 4 of Fig. 
1 of Okimoto). 

• As discussed in claim 2 above, Fig. 1 of Okimoto two mail server, whose tasks 
are to relay the mail messages from one computer to another (i.e. receive a job 
and send it to a renfiote computer). The mail servers receive essentially a 
check for new mail command from the destination computer and sends mail to it 
to be printed. See Okimoto, column 8, lines 41-52 and column 10, lines 38-50. 
The Examiner would like to note that requests or commands sent from one 
computer to another are in the form of signals. 

• Okimoto discloses in Fig. 1 1 , items S660, S670 and S680 the idea of sending a 
return mail to a computer that wanted to cancel a job to be printed. Please see 
column 1 8, lines 37-52 for further description. This means that a print job result 
is received (i.e. if job is canceled, printed, etc) and sent to the creator of the 
cancel job mail (i.e. the source computer). 

5. Claim 12 

• Okimoto discloses in Fig. 17 a message format for mail. Column 7, lines 10-18 
disclose that the header 50b can contain various printing parameters. 



6. Claim 13 
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• Although not explicitly disclosed, one of ordinary skill in the art would understand 
that data would have to be converted into a suitable print-ready format before 
they can be printed. The document format, which one can see in item 50c 
includes a message and attached files, neither of which would be a print ready 
format. 

7. Claims 14 and 15 

• Okimoto discloses in column 1 1 , lines 3-5 that the application that issues a print 
command can be a word processor or a spreadsheet program. 



8. Claim 16 

• As mentioned before, the Okimoto reference deals with reception of a mail to be 
printed, 

• As discussed in claim 2 above. Fig. 1 of Okimoto two mail server, whose tasks 
are to relay the mail messages from one computer to another (i.e. receive a job 
and send it to a remote computer). The mail servers receive essentially a 
check for new mail command from the destination computer and sends mail to it 
to be printed. See Okimoto, column 8, lines 41-52 and column 10, lines 38-50. 
The Examiner would like to note that requests or commands sent from one 
computer to another are in the form of signals. This check for mail command can 
read on an enabling signal. 
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• One can see that the print job from PC4 in Fig. 1 of Okimoto is being sent to be 
printed on a remote printer not directly or LAN connected. 



9. Claim 17 

• As mentioned in claim 2 above, the mail servers act as relay servers and perform 
all three of the claimed functions since they send and receive mail and can detect 
enabling signals from computers. 



10. Claim 18 

• These limitations have been addressed in claim 16 above, where a computer 
requests new mail from the mail server and the mail server sends the mail to the 
computer to be printed at an appropriate printer. 



11. Claim 19 

• These limitations have been addressed in claim 1 1 . 



12. Claim 20 

• One can see in Fig. 17 of Okimoto the mail structure has envelope and print 
data. 



13. 



Claim 21 
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• Okimoto discloses in Fig. 17 and column 6, lines 58-67 and column 7, lines 1-30 
the make-up of the three types of mails. Specifically, 50b of each type of mail 
contains a message ID identifying the type of the mail that is being sent (i.e. type 
of document). Although this is not in the envelope data, one of ordinary skill in 
the art would be able to simply move this information into the envelope data area. 

14. Claim 23 

• Okimoto discloses Figs. 14a and b that print selection occurs to select a desired 
printer. Also, Okimoto discloses in column 5, lines 64-67 that both computer 
systems can perform printer selection, which would indicate that a source 
computer system can select a printer before the destination computer receives 
the print mail. 

15. Claim 24 

• Again, from above, one would understand that the destination computer can also 
select a desired printer. 

16. Claim 25 

• One can see in Fig. 19 of Okimoto that an Internet printing agent program has a 
print mail job associated with an user. As shown in claim 23 above. Figs. 14a 
and b show two different criteria in which to choose a printer. Networked printing 
environments are known to have users with different privileges and thus would 



Application/Control Number: 10/010,303 Page 8 

Art Unit: 2622 

be obvious to one of ordinary skill in the art at the time of the invention to use an 
user id (such as a user name) in determining which printers to use. 

17. Claim 26 

• . Networked computers inherently need a network address in order for other 
components on the network to identify and to communicate with it. Similar to the 
rejection above to claim 25, a particular computer with a particular network 
address could only have certain privileges like certain users. Thus it would be 
obvious to one of ordinary skill in the art at the time of the invention to use an a 
network address in determining which printers to use. 



II. Claims 4-8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Okimoto (U.S. Patent No. 6,160,631) in view of Lobiondo (U.S. Patent No. 5,287,194). 

18. Claim 4 

• One can see in Fig. 1 of Okimoto several remote printers and at least one 
network. 

• One can see that, for example, a local PC 4, is connected to remote printers via 
the internet. 
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• Although not explicitly stated, a means for detection of connection of a PC and a 
printer can simply be the installation of a printer driver on the PC to facilitate 
proper communication with the printer. 

• As mentioned in claim 1, a PC would inherently have a processor, a memory and 
code to execute. 

• Okimoto discloses in column 10, lines 50-54 that "[a]ccording to a setting of the 
user of the computer 10... [one can print to] an appropriate printer 14, 16, or 18." 
One of ordinary skill would understand that this can be interpreted as having a 
list since one would need to choose which printer to print to. Also, one of 
ordinary skill would understand that if the local PC 4 can have the same 
capabilities as the remote computer 10, since Okimoto discloses in column 8, 
lines 1-7 that the various PCs have the same software arrangement. 

• As mentioned in claim 1 , the transmission of mail to another printer to jDrint a 
document can read on a print request. 

• Okimoto does not explicitly disclose the automatic choosing of a printer to print to 
from a list. However, the secondary reference, Lobiondo, discloses an 
automated print control system, where an user can send a job to a network 
server, and automatically have the job be sent to a printer - see Lobiondo (Fig 4 
and column 6, lines 50-67 and column 7 lines 1-9). Although a list is not 
necessarily disclosed, one of ordinary skill would understand that the computer 
would have a list of the available printers in order to choose an appropriate one. 
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• Also lists of printers are common in applications. For example, print dialog boxes 
in common programs such as Internet Explorer or Microsoft Word enables users 
to see what available local and networked printers are from a dropdown list. 

• Both references are in the art of printing documents to a remote location. This 
will serve as the motivation for the combination of these two references from 
hereon. Therefore, it would be obvious to one of ordinary skill in the art at the 
time of the invention to have printed a job using an automatically selected printer. 
The motivation would be to have a shorter wait time for a document to be printed. 

19. Claims 

• One can see that a local printer 6 is connected to the PC 4 in Fig. 1 of Okimoto. 

20. Claim 6 

• Although not explicitly disclosed that the connection between the PC 4 and the 
printer 6 is on a LAN, it is well known to connect PCs and printers on a LAN, 
such as seen in item 22 of Fig. 1 of Okimoto. 

21. Claim? 

• One can see in Fig. 1 of Okimoto that remote printers 14, 16, and 18 are 
connected to the PC 4 through remote PCs 10 and 12. 



22. 



Claim 8 
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• Direct connection of a printer to a PC is well known, even though the remote 
computers 10-12 are connected to printers on a LAN. It would be obvious to 
connect those printers like as with PC 4 and printer 6 in Fig. 1 of Okimoto. 

III. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okimoto (U.S. Patent No. 6,160,631) in view of Lobiondo (U.S. Patent No. 5,287,194) 
and further in view of Marbry et al (U.S. Patent No. 5,692,1 1 1). 

23. Claims 9 and 10 

• Again, the idea of lists of printers is well known. However, a tertiary reference, 
Marbry has been brought in to show printer and group identifiers for printers. 
One can see in Figs. 2A and 2B of Marbry that there are various printers 
(identified by name) belonging to groups (also identified by name). 

III. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okimoto 
(U.S. Patent No. 6,160.631) in view of Greensteiri (U.S. Patent No. 6,266,692). 

24. Claim 22 

• Okimoto does not disclose that there is any authentication information stored in 
the envelope data. However, the secondary reference, Greenstein, discloses in 
the abstract, lines 1-6 that an email header contains a password so that a 
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recipient knows the email is not spam. The Examiner is citing this reference just 
to show that emails are known to have password/authentication information 
embedded into it. Both references are in the art of using email to communicate 
over the Internet. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to include authentication information 

IV. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okimoto 
(U.S. Patent No. 6,160,631) in view of Marbry et al (U.S. Patent No. 5,692,1 11). 

25. Claim 27 

• Again, please refer to the rejection to claim 9 and 10 above. Marbry further 
discloses in column 3, lines 23-29 that a user can select a printer to print 
documents to form a list of printers on a network. The print job would obviously 
be transferred with the selection since the job needs to be printed. 

Conclusion 

Any inquiry concerning this communication or eartier communications from the 
examiner should be directed to Yixing Qin whose telephone number is (571 )272-7381 . 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571)272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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